
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/602,938 



06/23/2000 



7590 



10/09/2003 



Bradley T Sako 

3954 Loch Lomand Way 

Livermore, CA 94550 



Michael T. Moore 



CY-0011 



1019 



EXAMINER 



LAMARRE, GUY J 



ART UNIT 



PAPER NUMBER 



2133 

DATE MAILED: 10/09/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/602,938 



Examiner 

Guy J. Lamarre, P.E. 



m. 

Applicant(s) 

MOORE, MICHAEL T. 



Art Unit 

2133 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communicatlon(s) filed on 22 July 2003 . 

2a)\3 This action is FINAL. 2b)l3 This action is non-final. 

sO Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Response to Amendment 

1. This office action is in response to Applicants' amendment of 22 July 2003. 

1.1 Claims 1-2, 7-8, 11, 14-16 and 18 are amended. Claims 1-20 remain pending. 

1.2 The prior art rejection of record, as set forth in the office action of 4/24/2003, is 
withdrawn in response to Apphcants' amendment of 22 July 2003. 

1.3 The objections of record to the drawings specification and claims, as set forth in the 
office action of 4/24/2003, are withdrawn in response to Applicants' amendment of 22 July 
2003. 

Response to Arguments 

2. Applicants' arguments of 22 July 2003 are moot in view of new ground of rejection 
because Applicant*s arguments with respect to the rejection(s)of claim(s) 1-20 under 35 USC 103 
(a) have been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of Sharma et 
al. (US Patent No. 5,878,051; March 2, 1999). 

Claim Rejections - 35 USC ' 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in tiiis country, more than one year prior to the date of application for patent in the United 
States. 

3.1 Claims 1-20 are rejected imder 35 U.S.C. 102 (b) as being anticipated by Sharma et al. 
(US Patent No. 5,878,051; March 2, 1999). 

Sharma et al. anticipates the claimed invention because, e.g., col. 3 Une 23 et seq., as 

depicted in Figs. 1-3, describes: ''After the step of operating the assemblage and the field- 
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programmable gate array as tester for testing the first type of logical function, the field- 
programmable gate array is reconfigured to either perform the particular function in the normal 
operating mode, or to perform a test on a second type of logical function in a further self test 
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operating mode. Thus, the FPGA is reconfigured into either (a) the configuration adapted to 
perform a particular function which is not a self-test or (b) a tester configuration for testing a 
second type of logical function which is coupled to the communication bus. The assemblage, 
including the field-programmable gate array configured as one of (a) the configuration adapted 
to perform a particular function which is not a self-test and (b) a tester configuration for testing 
a second type of logical function which is coupled to the communication bus, is operated in one 
of (a) the normal mode and (b) in a manner which tests one of the second logical functions, 
respectively. Thus, the assemblage can be operated in its normal operating mode, and then the 
FPGA can be reconfigured to test one device of one type, many devices of one type, or one device 
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each of many types, or many devices of many types, following which normal operation can be 
resumed/'... ''Before beginning explanation of the operation of the arrangement of FIGS, 1 and 2, it 
should be noted that field programmable gate array 40 is essentially a "blank page" 



mtm 




in the absence of or before, configuration. In the "blank page" state, the FPGA is no more than a 
grouping of unconnected gates or other basic electronic devices, with no discernible purpose. Thus, if the 
power to the assemblage 10 is interrupted, the configuration of FPGA 40 is lost, and it must be initially 
configured or "reconfigured" to the desired state before it can do anything. In the described embodiment, 
the configuration information is applied by way of the test bus 42, which means that the configuration 
information required for the ordinary operating state of FPGA, for the memory self-test state, for the 
FIFO self-test state, and for the self-test states of the FPGA 40 as required for testing any known 
device 14-21, where the hyphen represents the word "through," is stored in an outboard memory. Those 
skilled in the art know that the configuration information could also be stored on-board the 
assemblage in some form of ROM, such as a UV-erasable ROM, or in nonvolatile RAM. The described 
embodiment, however, has the advantage that it requires no additional resources (other than the 
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outboard configuration information) to perform self-test in addition to the function which it ordinarily 
performs. Thus, an assemblage such as that illustrated, with a field-programmable gate array, can be 
arranged to perform self-test without requiring significant additional resources on the assemblage 
itself in col 6 line 26 et seq. 

As per Claims 1-20, Sharma et al. depicts, in Figs. 1-3 and related description in col 2 
line 18 et seq., the claimed PLD or FPGA assembly comprising: programmable logic circuit or 
array in col. 2 line 42 and nonvolatile memory or store for self-testing or BIST in col. 2 line 26 
with means to store configuration data in col. 2 line 49 in plural modes such as operation or test 
or self-test modes in col 2 line 49. JTAG access port is provided for test and data 
communication in col. 2 line 27 and means to integrate all PLD or FPGA assembly within on die 
or IC in col 2 Hne 22. Means to reconfiguration circuit elements in col 2 line 46 or col. 9 hne 25 
et seq., such in circuit elements seen e.g., in Fig. 1 as ROM or EEPROM mask read-only 
memory or UV-erasable ROM in col. 4 line 10-35 in a manner clear to those skilled in the art 
how to partition memory in plural sectors for storing data or self-test data. Means to start or boot 
up said assembly via commands or microprocessor control means in col 4 line 3 1 . 

Fig. 3 shows a procedure for testing and self-testing similar to the claimed invention of 
claims 11-20. 
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3.2 To anticipate under section 102, a prior art reference must disclose all the elements of the 
claimed invention or their equivalents functioning in essentially the same way. The inquiry as to 
whether a reference anticipates a claim must focus on what subject matter is encompassed by the 
claim and what subject matter is described by the reference. As set forth by the court in Kalman 
V. Kimberly-Clark Corp. 713 R2d 760, 218 USPQ 781, 789 (Fed Cir. 1983), cert, denied, 465 
U.S. 1026 (1984) it is only necessary for the claims to "Vead on' something disclosed in the 
reference, i.e., all limitations in the claim are found in the reference, or *fully met* by it." The 
Examiner respectfully submits that all the limitations of Claims 1-20, or their equivalents 
functioning in essentially the same way, are found in the Sharma et aL reference. 

3.3 Examiner also notes that AppUcant's admitted prior Figs. 8a-c anticipate claims 1-20 
since claims 1-20 depicted by Figs. 2a-c are merely relocating simple elements of the admitted 
prior Figs. 8a-c. It has been held that mere relocation of parts of an invention involves only 
routine skill in the art. In reJapikse, 86 USPQ 70. 

Drawings 

4. The Drawings are objected to because Figures 8a-c, referred to as conventional in the 
specification, should be designated by a legend such as —Prior Art— because only that which is 
old is illustrated. See MPEP § 608.02(g). 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the apphcation. The objection to the drawings will not be held 
in abeyance. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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5.1 Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks, Washington, D.C. 20231 
or faxed to: 

(703) 872-9306, (for After-Final communications and for formal communications 
intended for entry), 

(703) 746-5463 (for informal or draft communications, please label "PROPOSED" or "DRAFT"). 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA, Fourth Floor (Receptionist). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Guy J. Lamarre, P.E., v^hose telephone number is (703) 305- 
0755. The examiner can normally be reached on Monday to Friday from 9:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Albert De Cady, can be reached on (703) 305-9595. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-3900, 



Guy J. Lamarre, P.E. 




Patent Examiner 



10/3/03 



